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SERIAL NUMBER 85935503

LAW OFFICE ASSIGNED LAW OFFICE 110

MARK SECTION

MARK http://tmng-al.uspto.gov/resting2/api/img/85935503/large

LITERAL ELEMENT SMARTLINK

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font style,
size or color.

ARGUMENT(S)

NO LIKELIHOOD OF CONFUSION

The Office Action refused registration of Applicant’s Mark on the basis of a likelihood of confusion with the following mark (the
“Registered Mark”):

SMARTLINKS, Registration No. 4269159 for “business consulting services, namely, providing marketing information to businesses
about the hardware device accessing a hyperlink, such as device and other identification information.”

Applicant respectfully contends that a review of the factors for determining whether there is a likelihood of confusion supports a
finding that Applicant’s Mark is registrable.  

I.          Lack of Fame of the Registered Mark and Number and Nature of Similar Marks
            A likelihood of confusion analysis must first start with the Examining Attorney establishing whether “SMARTLINK” is a strong or
weak mark.  The strength and distinctiveness of the mark is a vital consideration in determining the scope of protection it should be accorded
as “…strong marks are widely protected, as contrasted to weak marks.”  Amstar Corp. v. Domino’s Pizza, Inc ., 615 F.2d 252 (5th Cir. 1980). 

The Registered Mark is not a famous mark.  Indeed, the term SMARTLINK is a very common term that has received numerous
registrations on a wide variety of goods and services, including computer software for spreadsheets, retail management, portable media,
Internet marketing and telecommunication services, as well as medical instruments and job placement services.  The Examining Attorney
must properly weigh the impact of extensive third-party use of the “SMARTLINK” mark as “(t)he greater the number of identical or more or
less similar trade-marks already in use on different kinds of goods, the less is the likelihood of confusion . . . .”   Id. at 260.  The Federal
Circuit has held that the Trademark Trial and Appeal Board erred in failing to consider evidence of third-party use of service marks.  Lloyd’s
Food Prods., Inc. v. Eli’s, Inc ., 987 F.2d 766 (Fed. Cir. 1993).  As shown by Exhibit A, over 100 trademark applications have been filed that
include the term “SMARTLINK” (with nearly half of those applications still pending or registered).   In addition, a Google search of the term
SMARTLINK produced about 417,000 results. See Exhibit B.  The large number of third-party marks containing the term SMARTLINK is
evidence that no likelihood of confusion will exist between Applicant’s Mark and the Registered Mark.   See Sun Banks of Florida, Inc. v. Sun
Federal Savings and Loan Association, 651 F.2d 311, 316 (“We find the extensive third party use of the word ‘Sun’ impressive evidence
that there would be no likelihood of confusion between Sun Banks and Sun Federal.”).   The court in Sun Banks further states “[t]he purpose of
a defendant introducing third party uses is to show that customers have become so conditioned by a plethora of such similar marks that
customers ‘have been educated to distinguish between different [such] marks on the bases of minute distinctions.’ ” Id. at 317 (citing
McCarthy on Trademarks and Unfair Competition § 11:88 (4th ed.2001)).

Applicant notes that the term “SMARTLINK” is particularly diluted with respect to the types of services related to the Registered
Mark.  In this regard, there are 43 trademark applications or registrations (16 of which are pending or registered) that (1) include the term
“SMARTLINK” and (2) recite “computer,” “online” or “Internet” in their descriptions of goods or services.   See Exhibit U.  One of those



registrations is owned by Palm Coast Data, LLC (hereafter “Palm Coast Data”), which has registered the term “PCD SMARTLINK” with
respect to services that pertain to providing an “on-line computer database” containing “marketing information.” More specifically, the
description of services related to “PCD SMARTLINK” reads “providing an on-line computer database containing marketing information in
the field of subscription and membership fulfillment.” (Emphasis added).   See Exhibit C.  It seems likely that a party engaged in services that
are related to providing “marketing information” in an online environment would be involved with tracking of hardware devices accessing a
hyperlink.  Indeed, Palm Coast Data prominently advertises on its homepage that it provides “Business Intelligence” and explains that it
“offers a variety of actionable and analytical data sets and reports that ensure you remain current on critical business-development
initiatives.”   See Exhibit D.  “End-to-end solutions (provided by Palm Coast Data) include ecommerce; transaction processing; direct mail;
customer service; and more.”   See Exhibit E.  As part of its services, Palm Coast Data offers “PCD InPrint,” which “is an online reporting
tool that will help manage your targeted messaging and campaigns.”   See Exhibit F.  It seems rather clear that customers of Palm Coast Data
might reasonably expect it to provide “marketing information” about hardware devices accessing hyperlinks.

In addition, Heartland Payment Systems, Inc. (hereafter referred to as “Heartland”) has registered the term “SMARTLINK” with
respect to services that pertain to database management and the storage of data for use by retail businesses regarding retail transactions.  More
specifically, the description of services related to “SMARTLINK” reads “(p)latform as a service (PAAS) featuring computer software
platforms for use as a spreadsheet, word processing, database management, and electronic storage of data, the foregoing for use by retail
businesses for management of payment card processing for retail transactions, energy management, facilities management, inventory
management and back office systems management.”   See Exhibit G.  The software of Heartland appears to integrate with the webpages of
retailers to enable payment from customers making purchases through the retailers’ websites, and Heartland advertises that “Heartland has
everything you need to start selling online today.”   See Exhibit H.  It seems that consumers of Heartland might reasonably expect it to track
the purchase of retail goods on the Internet and, thus, provide “marketing information” about hardware devices accessing hyperlinks.

MasterCard International, Inc. (hereafter referred to as “MasterCard”) has registered the term “MASTERCARD SMARTLINK” with
respect to services that process “consumer information used by corporate purchasing card customers.”   More specifically, the description of
services related to “MASTERCARD SMARTLINK” reads “computer software for use in integrating corporate purchasing card data and
enterprise resource planning systems, software for secure data storage and retrieval and transmission of confidential consumer information
used by corporate purchasing card customers, banking and financial institutions; software for use in connection with electronic procurement
systems.”   See Exhibit I.  It seems reasonable to expect that a party providing “consumer information” related to purchasing cards might
provide “marketing information” about hardware devices accessing hyperlinks as part of the “consumer information.”   In addition, it appears
that MasterCard has licensed Smartlink SA to provide a wallet platform.  See Exhibit J.  Smartlink SA advertises that “We enable mobile
commerce transactions.”   See Exhibit K.  It seems reasonable to expect that such an “enabler” of mobile commerce transactions might
provide “marketing information” about hardware devices accessing hyperlinks.

Liquent, Inc. (hereafter referred to as “Liquent”) has registered the term “LIQUENT SMARTLINK” with respect to services that
involve electronic “links” that appear to be hyperlinks.   More specifically, the description of services related to “LIQUENT
SMARTLINK” reads “(c)omputer software used to create and manage  links between separate PDF and electronic word processing
documents stored on user’s computer and used by customers in the life sciences industry.”   (Emphasis added).  See Exhibit L.  It seems
reasonable to expect that an entity creating and managing hyperlinks might provide “marketing data” about hardware devices accessing the
hyperlinks.

In addition, to the numerous registrations involving “SMARTLINK,” there are numerous common law usages that specifically pertain
to the use of “SMARTLINK” with electronic links, such as hyperlinks, or with services that consumers would reasonably expect to be
involved with providing “marketing information” about hardware devices accessing hyperlinks, as will be described in more detail below.

As an example, Accompa, Inc. appears to be a software company that apparently uses “SMARTLINK” to refer to a special type of
hyperlink that provides added functionality.  In fact, Accompa specifically states that “Smartlinks are just like hyperlinks, with one important
difference:  They’re dynamically generated based on the data you’re looking at.”   See Exhibit M. 

Smartlink Internet Marketing (referred to hereafter as “SLM”) provides Internet marketing services, including website development,
using the term “SM@RTLINK.”   SLM advertises its services as follows:  “SmartLink Internet Marketing is a full-service digital marketing
agency. As such, we are capable of providing a comprehensive Internet marketing strategy from conception through implementation,
monitoring and reporting.”   (Emphasis added).  See Exhibit N.  It would be reasonable to expect that such a “full-service digital marketing
agency,” which is providing “monitoring and reporting” of Internet marketing strategy, might provide “marketing information” about
hardware devices accessing hyperlinks.

Kochava, Inc. (referred to hereafter as “Kochava”) uses the term “SMARTLINK” with respect to services directed to Internet
advertisers.  Specifically, Kochava appears to provide a service that creates or uses hyperlinks for directing consumers to various sites or
destinations.  See Exhibit O.  As an example, Kochava advertises that its services “(u)se a single link to redirect users across the globe to geo-
specific app stores and download locations” and “(d)efine rules that run in the background when a user clicks on their ad.” Id.  It would be
reasonable to expect that such a party might provide “marketing information” about hardware devices accessing the links that are used to
redirect users.

SEO Smart Links apparently is a software program that uses the terms “SEO SMART LINKS.”   It appears that the program
specifically constructs or sets up hyperlinks.  In this regard, “SEO Smart Links allows you to set up your own key words and set of matching
URLs.”   See Exhibit P.  It would be reasonable to expect such a program might set up hyperlinks such that information is provided about
hardware devices accessing such hyperlinks.

Smart Link Solutions (hereafter referred to as “SLS”) uses the term “SMARTLINK” with respect to “Digital Marketing” services.  
See Exhibit Q.  In this regard, Smart Link Solutions appears to offer website design services, including “pay per click management.”   It seems
rather evident that the solutions of SLS related to “pay per click management” might provide “marketing information” about hardware



devices accessing hyperlinks.
SmartLink Internet Strategies is yet another company that uses the term “SMARTLINK” to provide Internet marketing services.   See

Exhibit R.  The company is described as providing “search engine marketing,” including “pay per click advertising.”   It would be reasonable
to expect SmartLink Internet Strategies to provide “marketing information” about hardware devices accessing hyperlinks.

Exhibit S shows that the term “SMARTLINK” is used to refer to certain hyperlinks.   The document indicates that a “SmartLink URL
is a http get request.”

Exhibit T is a document describing operation of a drawing software application, SmartUse.  As shown by this document, the software
uses objects, referred to as “SmartLinks,” that appear to function as hyperlinks for directing users to certain documents.

The above examples are not exhaustive of the many uses of “SMARTLINK” but rather are illustrative of several uses that are directly
related to services associated with the Registered Mark.  The sheer number of marks relevant to online uses of “SMARTLINK” and uses of
“SMARTLINK” suggesting a connection with hyperlinks makes it impractical to find and provide evidence of each such use.   Indeed, as
mentioned above, there are over 400,000 hits in performing a Google search of the term “SMARTLINK.”  Because the name
“SMARTLINK” shares the phrase “LINK” with “hyperlink,” it stands to reason that many of the over 400,000 hits in the Google search
pertain to the use of the term “SMARTLINK” in connection with hyperlinks and Internet marketing, as evidenced by the examples
specifically discussed above.

In any event, the above examples make it clear that the term “SMARTLINK” is used pervasively online, including applications that
pertain to Internet marketing and hyperlinks, in particular.  However, the Examiner has not provided a single instance of the term
“SMARTLINK” being used with the type of advertising at issue for Applicant’s mark, namely “roadside billboards.”   Moreover,
Applicant’s services and roadside billboards, in particular, have nothing to do whatsoever with monitoring hyperlinks or tracking devices that
access hyperlinks.  Further, the roadside billboards being monitored in Applicant’s services do not exist in an online environment, which is
the area of focus of the services related to the Registered Mark.  The owner of the Registered Mark narrowed its description of services to
providing “marketing information” about hyperlinks, and expanding the scope of the Registered Mark to encompass monitoring real-world
objects, like roadside billboards, as the Examiner is apparently attempting to do, ignores the degree to which the term “SMARTLINK” is
diluted for online usage, including instances related to digital marketing generally and hyperlink usage specifically.  Due to such pervasive
dilution, even small differences in the services of Applicant’s Mark and the Registered Mark should be sufficient to establish that there is no
likelihood of confusion.  In the instant case, the differences between Applicant’s services (which have nothing to do with monitoring
hyperlinks or tracking devices that access hyperlinks) and the services related to the Registered Mark are clearly sufficient to support a finding
of no likelihood of confusion in view of the dilutive nature of “SMARTLINK.”
II.        Goods and Services and Channels of Trade

The basic principle in determining confusion between two marks is that marks must be compared in their entireties and must be
considered in connection with the particular goods or services for which they are used. Application of E. I. DuPont DeNemours & Co., 476
F.2d 1357, 1361 (C.C.P.A. 1973).  A likelihood of confusion does not necessarily exist merely because two marks are similar or even identical.
 Local Trademarks, Inc. v. The Handy Boys, Inc., 16 U.S.P.Q.2d 1156 (T.T.A.B. 1990).  If the goods or services in question are not related or
marketed in such a way that they would be encountered by the same persons in situations that would create the incorrect assumption that they
originate from the same source, then, even if the marks are identical, confusion is not likely. See, e.g., Shen Mfg. Co. v. Ritz Hotel Ltd., 393
F.3d 1238, 73 U.S.P.Q.2d 1350 (Fed. Cir. 2004) (cooking classes and kitchen textiles not related);  Handy Boys Inc., 16 U.S.P.Q.2d 1156
(T.T.A.B. 1990) (LITTLE PLUMBER for liquid drain opener held not confusingly similar to LITTLE PLUMBER and design for advertising
services, namely the formulation and preparation of advertising copy and literature in the plumbing field); Quartz Radiation Corp. v.
Comm/Scope Co., 1 U.S.P.Q.2d 1668 (T.T.A.B. 1986) (QR for coaxial cable held not confusingly similar to QR for various products (e.g.,
lamps, tubes) related to the photocopying field).

The Registered Mark’s services include business consulting services, namely, providing information to businesses about the hardware
device accessing a hyperlink.  Applicant respectfully asserts that the goods and services of the Applicant’s Mark are very different from the
goods and services of the Registered Mark.  Applicant’s recited services are not concerned with advertising or marketing services but instead
are directed toward monitoring roadside billboards for business purposes.  Indeed, monitoring roadside billboards for business purposes is not
the same as providing marketing information. In addition, nothing in services related to the Registered Mark relates to or involves roadside
billboards.

In addition, in the instant case, it is important to understand the impression that the Registered Mark makes on consumers.  Consumers
of services related to the Registered Mark likely associate the “LINK” in “SMARTLINK” with hyperlinks, as evidenced by the many uses of
“SMARTLINK” related to hyperlinks, as described above, and the description of services for the Registered Mark.   Roadside billboards,
which are typically not user interactive, do not have hyperlinks, and the term “SMARTLINK” therefore has a different meaning in relation to
Applicant’s services.   Indeed, consumers would understand that monitoring roadside billboards (which exist in the real world) and monitoring
hyperlinks (which exist in user-interactive, online environments) are not related.  Thus, consumers would not likely associate Applicant’s
services with those related to the Registered Mark, particularly in view of the dilution of “SMARTLINK,” as described above, and the
sophistication of purchasers, as described below.

III.       Sophistication of Purchasers



            The discrimination and degree of care by users of the respective services must be considered, along with other relevant factors, and
given appropriate weight when determining whether a likelihood of confusion exists.  In re Shell Oil Co., 992 F.2d 1204, 1208, 26 U.S.P.Q.2d
1687, 1690 (Fed. Cir. 1993).  Circumstances suggesting care in purchasing may tend to minimize the likelihood of confusion. See, e.g., In re
N.A.D., Inc., 754 F.2d 996, 999-1000, 224 U.S.P.Q. 969, 971 (Fed. Cir. 1985) (concluding that, because only sophisticated purchasers
exercising great care would purchase the relevant goods, there would be no likelihood of confusion merely because of the similarity between
the marks NARCO and NARKOMED); In re Homeland Vinyl Prods., Inc., 81 U.S.P.Q.2d 1378, 1380, 1383 (T.T.A.B. 2006).

The factor of sophistication of the purchasers also weighs in favor of registration of Applicant’s Mark.   Customers who purchase or
use Applicant’s services are typically commercial merchants or businessmen interested in advertising goods or services on roadside
billboards.  These individuals are informed consumers who exercise care in selecting and purchasing roadside billboard monitoring services. 
Individuals with interest in Applicant’s services are certainly not “impulse” purchases where consumers might be easily confused by slightly
similar marks.  In addition, the services for the Registered Mark are clearly directed to “businesses,” as recited in the description of services.  
Therefore, the factor of sophistication of the purchasers weighs in favor of the registrability of Applicant’s Mark.

IV.       Conclusion

Considering all of the factors for likelihood of confusion, Applicant respectfully contends that there is no likelihood of confusion
between Applicant’s Mark and the Registered Mark.   Although both marks contain the term “SMARTLINK,” the goods and services and
channels of trade are sufficiently different, and the consumers are sufficiently sophisticated that there is no likelihood of confusion,
particularly when the weakness and dilution of the term “SMARTLINK” is appropriately considered.  
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INTERNATIONAL CLASS 035

TRACKED TEXT DESCRIPTION

Monitoring indoor and outdoor advertisement signs, namely, roadside billboards and physical advertisement signs affixed to retail stores and
other structures, for business purposes; Monitoring roadside billboards for business purposes

FINAL DESCRIPTION Monitoring roadside billboards for business purposes

FILING BASIS Section 1(b)
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85935503 SMARTLINK(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/85935503/large) has been
amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

NO LIKELIHOOD OF CONFUSION

The Office Action refused registration of Applicant’s Mark on the basis of a likelihood of confusion with the following mark (the
“Registered Mark”):

SMARTLINKS, Registration No. 4269159 for “business consulting services, namely, providing marketing information to businesses
about the hardware device accessing a hyperlink, such as device and other identification information.”

Applicant respectfully contends that a review of the factors for determining whether there is a likelihood of confusion supports a finding
that Applicant’s Mark is registrable.  



I.          Lack of Fame of the Registered Mark and Number and Nature of Similar Marks
            A likelihood of confusion analysis must first start with the Examining Attorney establishing whether “SMARTLINK” is a strong or
weak mark.  The strength and distinctiveness of the mark is a vital consideration in determining the scope of protection it should be accorded as
“…strong marks are widely protected, as contrasted to weak marks.”  Amstar Corp. v. Domino’s Pizza, Inc ., 615 F.2d 252 (5th Cir. 1980). 

The Registered Mark is not a famous mark.  Indeed, the term SMARTLINK is a very common term that has received numerous
registrations on a wide variety of goods and services, including computer software for spreadsheets, retail management, portable media, Internet
marketing and telecommunication services, as well as medical instruments and job placement services.  The Examining Attorney must properly
weigh the impact of extensive third-party use of the “SMARTLINK” mark as “(t)he greater the number of identical or more or less similar
trade-marks already in use on different kinds of goods, the less is the likelihood of confusion . . . .”   Id. at 260.  The Federal Circuit has held that
the Trademark Trial and Appeal Board erred in failing to consider evidence of third-party use of service marks.  Lloyd’s Food Prods., Inc. v.
Eli’s, Inc ., 987 F.2d 766 (Fed. Cir. 1993).  As shown by Exhibit A, over 100 trademark applications have been filed that include the term
“SMARTLINK” (with nearly half of those applications still pending or registered).   In addition, a Google search of the term SMARTLINK
produced about 417,000 results. See Exhibit B.  The large number of third-party marks containing the term SMARTLINK is evidence that no
likelihood of confusion will exist between Applicant’s Mark and the Registered Mark.   See Sun Banks of Florida, Inc. v. Sun Federal Savings
and Loan Association, 651 F.2d 311, 316 (“We find the extensive third party use of the word ‘Sun’ impressive evidence that there would be no
likelihood of confusion between Sun Banks and Sun Federal.”).   The court in Sun Banks further states “[t]he purpose of a defendant introducing
third party uses is to show that customers have become so conditioned by a plethora of such similar marks that customers ‘have been educated to
distinguish between different [such] marks on the bases of minute distinctions.’ ” Id. at 317 (citing McCarthy on Trademarks and Unfair
Competition § 11:88 (4th ed.2001)).

Applicant notes that the term “SMARTLINK” is particularly diluted with respect to the types of services related to the Registered Mark.  
In this regard, there are 43 trademark applications or registrations (16 of which are pending or registered) that (1) include the term
“SMARTLINK” and (2) recite “computer,” “online” or “Internet” in their descriptions of goods or services.   See Exhibit U.  One of those
registrations is owned by Palm Coast Data, LLC (hereafter “Palm Coast Data”), which has registered the term “PCD SMARTLINK” with
respect to services that pertain to providing an “on-line computer database” containing “marketing information.” More specifically, the
description of services related to “PCD SMARTLINK” reads “providing an on-line computer database containing marketing information in
the field of subscription and membership fulfillment.” (Emphasis added).   See Exhibit C.  It seems likely that a party engaged in services that
are related to providing “marketing information” in an online environment would be involved with tracking of hardware devices accessing a
hyperlink.  Indeed, Palm Coast Data prominently advertises on its homepage that it provides “Business Intelligence” and explains that it “offers
a variety of actionable and analytical data sets and reports that ensure you remain current on critical business-development initiatives.”   See
Exhibit D.  “End-to-end solutions (provided by Palm Coast Data) include ecommerce; transaction processing; direct mail; customer service; and
more.”   See Exhibit E.  As part of its services, Palm Coast Data offers “PCD InPrint,” which “is an online reporting tool that will help manage
your targeted messaging and campaigns.”   See Exhibit F.  It seems rather clear that customers of Palm Coast Data might reasonably expect it to
provide “marketing information” about hardware devices accessing hyperlinks.

In addition, Heartland Payment Systems, Inc. (hereafter referred to as “Heartland”) has registered the term “SMARTLINK” with
respect to services that pertain to database management and the storage of data for use by retail businesses regarding retail transactions.  More
specifically, the description of services related to “SMARTLINK” reads “(p)latform as a service (PAAS) featuring computer software
platforms for use as a spreadsheet, word processing, database management, and electronic storage of data, the foregoing for use by retail
businesses for management of payment card processing for retail transactions, energy management, facilities management, inventory
management and back office systems management.”   See Exhibit G.  The software of Heartland appears to integrate with the webpages of
retailers to enable payment from customers making purchases through the retailers’ websites, and Heartland advertises that “Heartland has
everything you need to start selling online today.”   See Exhibit H.  It seems that consumers of Heartland might reasonably expect it to track the
purchase of retail goods on the Internet and, thus, provide “marketing information” about hardware devices accessing hyperlinks.

MasterCard International, Inc. (hereafter referred to as “MasterCard”) has registered the term “MASTERCARD SMARTLINK” with
respect to services that process “consumer information used by corporate purchasing card customers.”   More specifically, the description of
services related to “MASTERCARD SMARTLINK” reads “computer software for use in integrating corporate purchasing card data and
enterprise resource planning systems, software for secure data storage and retrieval and transmission of confidential consumer information used
by corporate purchasing card customers, banking and financial institutions; software for use in connection with electronic procurement
systems.”   See Exhibit I.  It seems reasonable to expect that a party providing “consumer information” related to purchasing cards might
provide “marketing information” about hardware devices accessing hyperlinks as part of the “consumer information.”   In addition, it appears
that MasterCard has licensed Smartlink SA to provide a wallet platform.  See Exhibit J.  Smartlink SA advertises that “We enable mobile
commerce transactions.”   See Exhibit K.  It seems reasonable to expect that such an “enabler” of mobile commerce transactions might provide
“marketing information” about hardware devices accessing hyperlinks.

Liquent, Inc. (hereafter referred to as “Liquent”) has registered the term “LIQUENT SMARTLINK” with respect to services that
involve electronic “links” that appear to be hyperlinks.   More specifically, the description of services related to “LIQUENT
SMARTLINK” reads “(c)omputer software used to create and manage  links between separate PDF and electronic word processing documents
stored on user’s computer and used by customers in the life sciences industry.”   (Emphasis added).  See Exhibit L.  It seems reasonable to
expect that an entity creating and managing hyperlinks might provide “marketing data” about hardware devices accessing the hyperlinks.

In addition, to the numerous registrations involving “SMARTLINK,” there are numerous common law usages that specifically pertain to
the use of “SMARTLINK” with electronic links, such as hyperlinks, or with services that consumers would reasonably expect to be involved
with providing “marketing information” about hardware devices accessing hyperlinks, as will be described in more detail below.

As an example, Accompa, Inc. appears to be a software company that apparently uses “SMARTLINK” to refer to a special type of



hyperlink that provides added functionality.  In fact, Accompa specifically states that “Smartlinks are just like hyperlinks, with one important
difference:  They’re dynamically generated based on the data you’re looking at.”   See Exhibit M. 

Smartlink Internet Marketing (referred to hereafter as “SLM”) provides Internet marketing services, including website development,
using the term “SM@RTLINK.”   SLM advertises its services as follows:  “SmartLink Internet Marketing is a full-service digital marketing
agency. As such, we are capable of providing a comprehensive Internet marketing strategy from conception through implementation,
monitoring and reporting.”   (Emphasis added).  See Exhibit N.  It would be reasonable to expect that such a “full-service digital marketing
agency,” which is providing “monitoring and reporting” of Internet marketing strategy, might provide “marketing information” about hardware
devices accessing hyperlinks.

Kochava, Inc. (referred to hereafter as “Kochava”) uses the term “SMARTLINK” with respect to services directed to Internet
advertisers.  Specifically, Kochava appears to provide a service that creates or uses hyperlinks for directing consumers to various sites or
destinations.  See Exhibit O.  As an example, Kochava advertises that its services “(u)se a single link to redirect users across the globe to geo-
specific app stores and download locations” and “(d)efine rules that run in the background when a user clicks on their ad.” Id.  It would be
reasonable to expect that such a party might provide “marketing information” about hardware devices accessing the links that are used to
redirect users.

SEO Smart Links apparently is a software program that uses the terms “SEO SMART LINKS.”   It appears that the program specifically
constructs or sets up hyperlinks.  In this regard, “SEO Smart Links allows you to set up your own key words and set of matching URLs.”   See
Exhibit P.  It would be reasonable to expect such a program might set up hyperlinks such that information is provided about hardware devices
accessing such hyperlinks.

Smart Link Solutions (hereafter referred to as “SLS”) uses the term “SMARTLINK” with respect to “Digital Marketing” services.   See
Exhibit Q.  In this regard, Smart Link Solutions appears to offer website design services, including “pay per click management.”   It seems rather
evident that the solutions of SLS related to “pay per click management” might provide “marketing information” about hardware devices
accessing hyperlinks.

SmartLink Internet Strategies is yet another company that uses the term “SMARTLINK” to provide Internet marketing services.   See
Exhibit R.  The company is described as providing “search engine marketing,” including “pay per click advertising.”   It would be reasonable to
expect SmartLink Internet Strategies to provide “marketing information” about hardware devices accessing hyperlinks.

Exhibit S shows that the term “SMARTLINK” is used to refer to certain hyperlinks.   The document indicates that a “SmartLink URL is
a http get request.”

Exhibit T is a document describing operation of a drawing software application, SmartUse.  As shown by this document, the software
uses objects, referred to as “SmartLinks,” that appear to function as hyperlinks for directing users to certain documents.

The above examples are not exhaustive of the many uses of “SMARTLINK” but rather are illustrative of several uses that are directly
related to services associated with the Registered Mark.  The sheer number of marks relevant to online uses of “SMARTLINK” and uses of
“SMARTLINK” suggesting a connection with hyperlinks makes it impractical to find and provide evidence of each such use.   Indeed, as
mentioned above, there are over 400,000 hits in performing a Google search of the term “SMARTLINK.”  Because the name “SMARTLINK”
shares the phrase “LINK” with “hyperlink,” it stands to reason that many of the over 400,000 hits in the Google search pertain to the use of the
term “SMARTLINK” in connection with hyperlinks and Internet marketing, as evidenced by the examples specifically discussed above.

In any event, the above examples make it clear that the term “SMARTLINK” is used pervasively online, including applications that
pertain to Internet marketing and hyperlinks, in particular.  However, the Examiner has not provided a single instance of the term
“SMARTLINK” being used with the type of advertising at issue for Applicant’s mark, namely “roadside billboards.”   Moreover, Applicant’s
services and roadside billboards, in particular, have nothing to do whatsoever with monitoring hyperlinks or tracking devices that access
hyperlinks.  Further, the roadside billboards being monitored in Applicant’s services do not exist in an online environment, which is the area of
focus of the services related to the Registered Mark.  The owner of the Registered Mark narrowed its description of services to providing
“marketing information” about hyperlinks, and expanding the scope of the Registered Mark to encompass monitoring real-world objects, like
roadside billboards, as the Examiner is apparently attempting to do, ignores the degree to which the term “SMARTLINK” is diluted for online
usage, including instances related to digital marketing generally and hyperlink usage specifically.  Due to such pervasive dilution, even small
differences in the services of Applicant’s Mark and the Registered Mark should be sufficient to establish that there is no likelihood of confusion.  
In the instant case, the differences between Applicant’s services (which have nothing to do with monitoring hyperlinks or tracking devices that
access hyperlinks) and the services related to the Registered Mark are clearly sufficient to support a finding of no likelihood of confusion in view
of the dilutive nature of “SMARTLINK.”
II.        Goods and Services and Channels of Trade

The basic principle in determining confusion between two marks is that marks must be compared in their entireties and must be
considered in connection with the particular goods or services for which they are used. Application of E. I. DuPont DeNemours & Co., 476 F.2d
1357, 1361 (C.C.P.A. 1973).  A likelihood of confusion does not necessarily exist merely because two marks are similar or even identical.  Local
Trademarks, Inc. v. The Handy Boys, Inc., 16 U.S.P.Q.2d 1156 (T.T.A.B. 1990).  If the goods or services in question are not related or marketed
in such a way that they would be encountered by the same persons in situations that would create the incorrect assumption that they originate
from the same source, then, even if the marks are identical, confusion is not likely. See, e.g., Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 73
U.S.P.Q.2d 1350 (Fed. Cir. 2004) (cooking classes and kitchen textiles not related);  Handy Boys Inc., 16 U.S.P.Q.2d 1156 (T.T.A.B. 1990)
(LITTLE PLUMBER for liquid drain opener held not confusingly similar to LITTLE PLUMBER and design for advertising services, namely the
formulation and preparation of advertising copy and literature in the plumbing field); Quartz Radiation Corp. v. Comm/Scope Co., 1
U.S.P.Q.2d 1668 (T.T.A.B. 1986) (QR for coaxial cable held not confusingly similar to QR for various products (e.g., lamps, tubes) related to the
photocopying field).



The Registered Mark’s services include business consulting services, namely, providing information to businesses about the hardware
device accessing a hyperlink.  Applicant respectfully asserts that the goods and services of the Applicant’s Mark are very different from the
goods and services of the Registered Mark.  Applicant’s recited services are not concerned with advertising or marketing services but instead
are directed toward monitoring roadside billboards for business purposes.  Indeed, monitoring roadside billboards for business purposes is not the
same as providing marketing information. In addition, nothing in services related to the Registered Mark relates to or involves roadside
billboards.

In addition, in the instant case, it is important to understand the impression that the Registered Mark makes on consumers.  Consumers of
services related to the Registered Mark likely associate the “LINK” in “SMARTLINK” with hyperlinks, as evidenced by the many uses of
“SMARTLINK” related to hyperlinks, as described above, and the description of services for the Registered Mark.   Roadside billboards, which
are typically not user interactive, do not have hyperlinks, and the term “SMARTLINK” therefore has a different meaning in relation to
Applicant’s services.   Indeed, consumers would understand that monitoring roadside billboards (which exist in the real world) and monitoring
hyperlinks (which exist in user-interactive, online environments) are not related.  Thus, consumers would not likely associate Applicant’s
services with those related to the Registered Mark, particularly in view of the dilution of “SMARTLINK,” as described above, and the
sophistication of purchasers, as described below.

III.       Sophistication of Purchasers

            The discrimination and degree of care by users of the respective services must be considered, along with other relevant factors, and given
appropriate weight when determining whether a likelihood of confusion exists.  In re Shell Oil Co., 992 F.2d 1204, 1208, 26 U.S.P.Q.2d 1687,
1690 (Fed. Cir. 1993).  Circumstances suggesting care in purchasing may tend to minimize the likelihood of confusion. See, e.g., In re N.A.D.,
Inc., 754 F.2d 996, 999-1000, 224 U.S.P.Q. 969, 971 (Fed. Cir. 1985) (concluding that, because only sophisticated purchasers exercising great
care would purchase the relevant goods, there would be no likelihood of confusion merely because of the similarity between the marks NARCO
and NARKOMED); In re Homeland Vinyl Prods., Inc., 81 U.S.P.Q.2d 1378, 1380, 1383 (T.T.A.B. 2006).

The factor of sophistication of the purchasers also weighs in favor of registration of Applicant’s Mark.   Customers who purchase or use
Applicant’s services are typically commercial merchants or businessmen interested in advertising goods or services on roadside billboards.  
These individuals are informed consumers who exercise care in selecting and purchasing roadside billboard monitoring services.  Individuals
with interest in Applicant’s services are certainly not “impulse” purchases where consumers might be easily confused by slightly similar marks.  
In addition, the services for the Registered Mark are clearly directed to “businesses,” as recited in the description of services.  Therefore, the
factor of sophistication of the purchasers weighs in favor of the registrability of Applicant’s Mark.

IV.       Conclusion

Considering all of the factors for likelihood of confusion, Applicant respectfully contends that there is no likelihood of confusion
between Applicant’s Mark and the Registered Mark.   Although both marks contain the term “SMARTLINK,” the goods and services and
channels of trade are sufficiently different, and the consumers are sufficiently sophisticated that there is no likelihood of confusion, particularly
when the weakness and dilution of the term “SMARTLINK” is appropriately considered.  
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Evidence in the nature of Exhibits A - U. has been attached.
Original PDF file:
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CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 035 for Monitoring indoor and outdoor advertisement signs, namely, roadside billboards and physical advertisement signs affixed
to retail stores and other structures, for business purposes
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Proposed:
Tracked Text Description: Monitoring indoor and outdoor advertisement signs, namely, roadside billboards and physical advertisement signs
affixed to retail stores and other structures, for business purposes; Monitoring roadside billboards for business purposes

Class 035 for Monitoring roadside billboards for business purposes
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
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collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.
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Signatory's Position: Attorney of Record, AL Bar Member
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or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.
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